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1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a magnetic disc and a method of manufacturing 
magnetic discs having a carbon protective layer formed by plasma CVD and heated 
after coating by the lubricant, does not reasonably provide enablement for a disc or 
method not having this layer. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to obtain the benefits 
of the invention commensurate in scope with these claims. 

The specification makes clear that "the effect of the present invention was found 
to result from the incorporation of -COOH atomic groups and/or -CF2COOH atomic 
groups into the lubricating layer", furthermore the passage points out that these groups 
only can come from a plasma CVD carbon layer. PGPUB [0079] and that "forming the 
lubricating layer of the present invention on a carbon-base protective layer and 
subjecting it to such a heat treatment PERMITS the suitable generation of -COOH 
and/or CF2COOH atomic groups in the lubricating layer. 

4. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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FOMBLIN ZTETROL and FOMBLiN ZDOL are trade names identifying a 
SOURCE rather than the products themselves. The composition of these products e.g. 
molecular weight distribution or proportion of a structure as in [Chem 1] may be altered 
by the manufacturer at any time without notice. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sakaguchi et al US 6316062. in view of Gui et al US 6099937, Gui et al US 6548140 
and Osawa et al US 2003/0100454. 

Sakaguchi et al disclose a magnetic disc comprising a magnetic layer, a carbon 
protective layer formed by CVD (Col 54 lines 9-21,43-46) as in claim 5 and a lubricant 
layer equivalent to claimed layer c (See Col 55 Table 12 Test example 83- Note that the 
carbon layer was heated to 120 C (Col 54 lines 61-65) in the range of claim 4 and would 
therefore have injected -COOH groups into the lubricant layer c. 

Sakaguchi et al do not teach the molecular weight range of the ZDOL or 
ZTETROL used. 

However Gui et al US 6099937 and Gui 6548140 teach the molecular weight 
fractionation by supercritical extraction (as in claim 2) of these lubricants including the 
narrowing of the molecular weight distribution (polydispersity) See figures and claims. 
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Therefore it would have been obvious to one of ordinary skill in the art to subject 
these lubricants to fractionation to remove the high and low fractions to improve 
properties. Furthermore Ogawa et al teaches the fractionation of Z TETROL and 
arriving at a blend ( i.e. c ) of fractionated components as presently claimed lubricants a 
and lubricant b (A fractionated ZTETROL and B (fractionated ZDOL up to 10%). [0017]- 
[0022] . 

Claim 6 is considered an intended use and therefor does not support patentability 
of the method or disc per se. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stevan A. Resan whose telephone number is 571-272- 
1513. The examiner can normally be reached on Tues-Thurs from 7:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney, can be reached at 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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